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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments with respect to claims 1, 3-13, 25, 33 and 34 have been 
considered but are moot in view of the new ground(s) of rejection, necessitated by 
applicant's amendment. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1, 3-6, 10, 11, 25, 33 and 34 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Duncan et al. (US 2003/0181956, hereinafter Duncan). Duncan 
discloses a magnetic alignment system for a transcutaneous system with an external 
transmitter unit 24 and an. implantable receiver component 16 that has a magnet 98 
positioned therein to allow transcutaneous alignment of the external and internal 
components (par. 0097). While Duncan does not specifically state that the external unit 
contains a magnet, since magnetic forces are used to align the devices, the external 
unit must inherently contain a magnet, or at least something that acts as a magnet. 
Duncan further discloses that the magnet is replaceably removable from the receiver 
component so that the patient may undergo an MRI scan (par. 0098). Duncan further 



Application/Control Number: 10/820,444 Page 3 

Art Unit: 3766 

discloses a piece 56 that acts as a casing for the magnet since it keeps the magnet 
within the implantable component 16. The outer surface of casing 56 has a circular 
extension member that extends beyond the circumference of the magnet in order to * 
engage the complementary recessed mounting surface (also read as a receiving slot) of 
the implantable component 16, as shown in figure 5. The recessed mounting is within 
ring member 46, and the magnet is positioned within the center of the ring (see figure 
5). 

4. Regarding claim 10, since the extension member extends 360 degrees around 
the magnet, every part of it has an opposing member. 

5. Regarding claim 1 1 , the ring member 46 includes a series of holes 70 (see 
figures 3 and 4). 

6. Regarding claim 34, the internal component 16 is detachable from a tissue 
stimulator device 50 (see figure 5 and par. 0080). 

Allowable Subject Matter 

7. Claims 7-9, 12 and 13 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Hough (US 4,606,329) seems to disclose a detachable magnet in 
figure 5. 
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9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric D. Bertram whose telephone number is 571-272- 
3446. The examiner can normally be reached on Monday-Thursday from 8:30-7 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl Layno can be reached on 571-272-4949. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrievial (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system; call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. * 

Eric D. Bertram Carl Layno 

Examiner Supervisory Patent Examiner 
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